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  INTRODUCTION 

Reactive Surfaces Ltd., LLP (“Petitioner”), on August 6, 2018, filed a 

Petition to institute inter partes review of claims 1–8 of U.S. Patent No. 

8,932,717 B2 (Ex. 1001, “the ’717 patent”).  Paper 1 (“Pet.”).  LG Chem 

Ltd. (“Patent Owner”) filed a Preliminary Response to the Petition.  Paper 7 

(“Prelim. Resp.”). 

Under 35 U.S.C. § 314(a), an inter partes review may not be instituted 

unless the Petition “shows that there is a reasonable likelihood that the 

petitioner would prevail with respect to at least 1 of the claims challenged in 

the petition.”  For the reasons stated below, we determine that Petitioner has 

established a reasonable likelihood that it would prevail in showing the 

unpatentability of at least one of claims 1–8 of the ’717 patent.  Thus, we 

institute an inter partes review of claims 1–8 of the ’717 patent. 

 

  BACKGROUND 

A. Related Matters 

The parties do not identify other prior or pending challenges to the 

claims of the ’717 patent before the Board or the courts.  Petitioner, 

however, identifies a challenge to the validity of the claims of U.S. Patent 

No. 8,394,618 B2 (Ex. 1013, “the ’618 patent”).  Pet. 1–2.  Petitioner filed a 

petition for inter partes review challenging the claims of the ’618 patent, and 

Petitioner identifies a Final Written Decision entered by the Board in this 

other matter.  Ex. 1003 (Reactive Surfaces Ltd. LLP v. Toyota Motor Corp., 

IPR2016-01914 (PTAB Mar. 1, 2018), Paper 64, 1, 41–42 (concluding the 

challenged claims are unpatentable) (hereafter “the Toyota IPR”).  Petitioner 



IPR2018-01520 
Patent 8,932,717 B2 

3 

states that the Board’s decision is on appeal.  Pet. 1–2 (citing Toyota Motor 

Corp. v. Reactive Surfaces Ltd. LLP, Case No. 18-1906 (Fed. Cir.)). 

The ’618 patent in the Toyota IPR and the ’717 patent are not, in the 

familial sense, “related.”  As Patent Owner notes, the two patents have 

different inventors, are assigned to different parties, and share no common 

parent or child applications.  Prelim. Resp. 30 n.16.  Nevertheless, Petitioner 

contends the claims of the ’717 patent and the ’618 patent are “functionally 

analogous,” and thus, the Board’s findings in the Toyota IPR, particularly on 

the issue of inherent removal/vaporization of fingerprints by enzymatic 

coatings are germane to this Petition.  Pet. 2, 22 n.2, 27, 42, 59.   

 

B. Background Technology and the ’717 Patent 

The ’717 patent relates to “a use of a lipolytic enzyme for forming 

anti-fingerprint coating.”  Ex. 1001, Abstract.  More specifically, according 

to the ’717 patent, the “present invention relates to a novel use of a lipolytic 

enzyme for forming anti-fingerprint coating capable of providing a self-

cleaning function to a surface of a substrate.”  Id. at 1:17–19. 

As background, the ’717 patent explains that “[c]ontamination caused 

by fingerprints is one of the most frequent contaminations occurring on 

various display devices, highly glossy electronic devices or building 

materials.”  Ex. 1001, 1:27–29.  That contamination causes a defect in the 

visual appearance of such products.  Id. at 1:30–31.   

According to the ’717 patent, although anti-contamination coatings 

“in the sense of easy cleaning” were already known, “no technology of 

realizing anti-fingerprint coating has been actually developed.”  Id. at  

1:36–56 (describing known anti-contamination compositions/coatings that, 

for example, allow “a contaminant transferred to its surface [to be] easily 
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wiped due to low surface energy”).  The ’717 patent distinguishes known 

anti-contamination coatings as not “hav[ing] a self-cleaning function, that is, 

a function of actively reducing transfer of fingerprints or decomposing 

fingerprints,” and thus, “the appearance may not be improved without 

wiping the contaminant off.”  Id. at 1:57–60.   

The ’717 patent also identifies known “self-cleaning” or “self-

polishing” anti-contamination coatings that include enzymes.  Id. at  

1:65–2:18.  Yet the ’717 patent distinguishes those coatings as having been 

developed to prevent adherence of microorganisms, “not to reduce 

contamination caused by fingerprints” on, for example, display devices.  Id. 

at 1:67–2:17 (“[T]his mechanism [removing adsorbent material produced by 

the microorganism to prevent adherence] is not associated with the 

decomposition of the fingerprint contaminant.”), 2:19–22 (“[T]here is no 

technology of anti-fingerprint coating in the self-cleaning sense, which can 

be used to provide an anti-fingerprint property to the surface of a display 

device.”). 

Against this background, the ’717 patent describes the “Technical 

Problem” the patent aims to address, and the patent’s “Technical Solution.”  

Id. at 2:24–43.  For the problem, the ’717 patent states that “[t]he present 

invention is directed to a technique of removing, with no hiding or wiping 

of, fingerprints by decomposing components of a transferred fingerprint 

using an enzyme and reducing a deviation in a physical property between 

fingerprint components.”  Id. at 2:26–30.  Further, the ’717 patent explains, 

“[t]he present invention is also directed to a method of forming anti-

fingerprint coating which may reduce transfer of fingerprints and have a 

fingerprint decomposing property.”  Id. at 2:31–33.   
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In describing its “Technical Solution,” the ’717 patent states that the 

“inventors have made much research on a method of forming anti-

fingerprint coating capable of providing a self-cleaning function, not simply 

forming an anti-contamination coating providing an easy cleaning function.”  

Id. at 2:40–43.  According to the ’717 patent: 

In detail, in consideration that the fingerprint is mostly composed 
of lipids,[1] the present inventors have assumed that when a 
lipolytic enzyme is coated on a substrate, transferred fingerprints 
may be reduced by the reaction of the enzyme.  Accordingly, the 
present inventors have confirmed whether such coating provides 
an anti-fingerprint property by examining a change in a physical 
property of the fingerprint transferred to the lipolytic enzyme-
coated substrate. 

Id. at 2:44–51.  As explained in the patent, when ester bonds of the 

fingerprint’s lipid components (e.g., triglycerides and wax monoesters) are 

broken down by lipolytic enzymes, the lipid/sebum “is mainly decomposed 

into fatty acids, especially oleic acids, leading to an increase in homogeneity 

and conversion into lower molecular weight materials” for release from a 

surface.  Id. at 2:64–3:3; see also id. at 3:12–17 (describing hydrolysis of 

ester bonds in lipids, such as triglycerides, by a lipolytic enzyme, such as a 

lipase).  Hence, the ’717 patent discloses that “the present invention is 

directed to a method of forming [an] anti-fingerprint coating including 

                                                 
1 The ’717 patent states that the “major components of a fingerprint are 
sweat and sebum.”  Ex. 1001, 2:52–59 (describing sebum as “composed of 
lipids including triglycerides, wax monoesters, fatty acids, squalenes, 
cholesterols, cholesteryl esters, etc.”).  The ’717 patent discloses that 
“triglyceride and wax monoester account for nearly 70% of the total content 
of sebum” and that “[t]hese components have a structure in which several 
fatty acids are bound by ester bonds.”  Id. at 2:60–64.   
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treating the substrate with a composition comprising a lipolytic enzyme.”  

Id. at 3:8–11. 

 The ’717 patent also discloses several embodiments and working 

examples, but the patent indicates the invention is broader than any 

particular embodiment or example.  See, e.g., Ex. 1001, 7:48–49 (“[T]he 

present invention is not limited to these examples.”).  For instance, although 

the ’717 patent suggests forming the anti-fingerprint coating on display 

devices, the disclosure of the ’717 patent is not so limited.  Id. at 4:9–12; see 

Pet. 5–8.  Indeed, the ’717 patent discloses that “the present invention is not 

limited to the substrate having anti-fingerprint coating, and thus any type of 

substrate is applicable.”  Ex. 1001, 4:7–9; see also id. at 6:59–61 (“[T]he 

present invention is not particularly limited to the kind of product.”).  Nor 

does the ’717 patent describe the invention as limited to any specific 

lipolytic enzyme, or to any specific method of treating the substrate with the 

enzymatic composition.  To the contrary, the ’717 patent discloses, inter 

alia, that “lipolytic enzymes include any enzymes having a characteristic of 

hydrolyzing lipid components of a fingerprint.”  Id. at 3:12–33.  And the 

’717 patent discloses that the “invention is not particularly limited to a 

method of treating the substrate with the composition including the lipolytic 

enzyme, and thus any method known in the art will be used.”  Id. at 4:24–

27;2 see also id. at 7:4–6 (“The present invention is not particularly limited 

to a method of introducing the anti-fingerprint coating to the product.”). 

 

                                                 
2 The ’717 patent discloses that several methods of “immobilizing an 
enzyme [to a substrate are] known in the art,” such as “by adsorption, 
covalent bonds or encapsulation.”  Ex. 1001, 4:27–30. 



IPR2018-01520 
Patent 8,932,717 B2 

7 

C. Illustrative Claims 

Petitioner challenges claims 1–8.  Claim 1, the only independent 

claim, and claims 2 and 3 are illustrative and read as follows:  

1.   A method of forming anti-fingerprint coating, comprising: 
providing a substrate which is selected from plastic or 

glass; and 
treating the substrate with a composition comprising a 

lipolytic enzyme to obtain an anti-fingerprint coating. 
 

2. The method according to claim 1, wherein the lipolytic 
enzyme is a lipase. 
 
3.  The method according to claim 2, wherein the composition 
further includes at least one enzyme selected from the group 
consisting of a protease, an amylase, a cellulase, and a lactase. 

Ex. 1001, 10:56–67.   

 
D. The Asserted Grounds of Unpatentability 

Petitioner contends claims 1–8 are unpatentable under 35 U.S.C. 

§ 103 based on the grounds set forth in the table below.  Pet. 22–23.  
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Grounds References Basis Claims 
1 Wang3 

 
§ 103 1–3, 5 

2 Wang and 
Schwenke4 
 

§ 103 
 

4 

3 Wang, Eigler,5 
and Schneider6 

§ 103 
 

6 

4 Wang and 
Schneider 

§ 103 
 

7, 8 

5 Ho7 and Pegg8 § 103 
 

1–5 

6 Ho, Pegg, and 
Doppelfeld9 

§ 103 
 

6, 7 

7 Ho, Pegg, and 
Kallury10 

§ 103 
 

8 

 

Petitioner also relies on the Declaration of Dr. David Rozzell 

(Ex. 1012) and a publication by Buchanan11 (Ex. 1015), among other 

evidence.   

                                                 
3 Wang et al., US 2008/0119381, published May 22, 2008 (Ex. 1004). 
4 Schwenke, US 2007/0152896 A1, published July 5, 2007 (Ex. 1007). 
5 Eigler et al., US 5,077,210, issued Dec. 31, 1991 (Ex. 1008). 
6 Schneider et al., US 2005/0147579 A1, published July 7, 1995 (Ex. 1006). 
7 Ho et al., US 4,506,015, issued Mar. 19, 1985 (Ex. 1005). 
8 Pegg et al., US 5,279,955, issued Jan. 18, 1994 (Ex. 1009). 
9 Doppelfeld et al., US 4,808,529, issued Feb. 28, 1989 (Ex. 1010). 
10 Kallury et al., US 5,405,766, issued Apr. 11, 1995 (Ex. 1011). 
11 Michelle V. Buchanan et al., Chemical characterization of fingerprints 
from adults and children, in Forensic Evidence Analysis & Crime Scene 
Investigation, 2941 PROC. SPIE 89 (1997) (Ex. 1014). 
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  ANALYSIS 

A. Overview of the Asserted References 

Petitioner presents seven grounds for challenging the claims of the 

’717 patent, and those grounds generally fall within two broader categories:  

(i) grounds relying on Wang (Grounds 1–4); and  

(ii) grounds relying on Ho and Pegg (Grounds 5–7).   

See, e.g., Pet. 23–25, 26–29 (challenge to claim 1 over Wang), 40–46 

(challenge to claim 1 over Ho and Pegg).  Other references (e.g., Schneider) 

are cited as teaching limitations of certain dependent claims. 

We provide overviews of Wang, Ho, and Pegg below.  The Petition 

includes summaries of other cited prior art with which we generally agree, 

but do not repeat here.  Pet. 13–18. 

1. Wang (Ex. 1004) 

Wang “relates to compositions and a process in the field of self-

cleaning system[s] using digestive protein.”  Ex. 1004, Abstract; id. ¶ 15 

(“The object of the present invention is to provide self-cleaning composition 

and process containing digestive proteins for preventing and reducing stain 

accumulation.”).  The self-cleaning compositions and process relate to 

“preventing and reducing surface stain accumulation due to bird droppings, 

bug wastes, food debris, and other stain causing materials.”  Id. ¶ 2.  As 

Wang explains, “interior and exterior surfaces of [an] automobile, such as 

coatings, paints, and seat fabrics, are subject to contamination and corrosions 

when they are under prolonged exposure to bird dropping, insect debris, 

resins of conifer, microbes, gums, etc.”  Id. ¶ 4.  Also, Wang teaches, 

“[i]nterior surfaces and coatings may also be easily [] stained with oil, 

protein, sugar and other ingredients in foods and beverages.”  Id.  Stains of 
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interest include “those formed from broken bodies of bugs, animal (like 

bird) wastes, foods, milk and other beverages, and cosmetic and personal 

care products.”  Id. ¶ 6.  According to Wang, “the major components of 

stains that are adhesive to surfaces are proteins, polysaccharides, fats or 

oils.”  Id. 

Wang teaches “the incorporation of digestive proteins including 

lysozymes, proteases, lipases, cellulases, etc., onto surfaces such as paints 

and coatings.”  Ex. 1004 ¶ 5; see also id. ¶ 17 (“The digestive proteins of the 

composition may include proteases which hydrolyze protein molecules, 

lipases which hydrolyze lipids and fats . . . .”), ¶ 30 (“The present invention 

specifically involves the incorporation of one or more digestive proteins 

including lysozymes, proteases, lipases, cellulases, etc. . . . .”), ¶ 42 (Table 1 

listing enzymes (e.g., Lipase AK), stains targeted (e.g., fats, oils, cosmetics), 

and enzyme functions (e.g., hydrolysis of oils and fats)), claim 2 (identifying 

the digestive proteins as including, inter alia, proteases, lipases, amylases).  

According to Wang, “catalytic activity of the digestive proteins enables 

ongoing self-cleaning to reduce and eliminate stain contaminations” and the 

mechanism of action is “mainly enzymatic.”  Id. ¶ 5; see also id. ¶ 17 (“The 

compositions of the invention may be useful as a mechanism to prevent the 

accumulation of contacting stains and dirt by an ‘automatic’ enzymatic 

degradation reaction.”). 

Wang discloses that “[e]nzymes may be attached to surfaces of 

plastics.”  Ex. 1004 ¶ 40.  For example, Wang discloses enzymatic 

attachment “corresponding to ~100% surface coverage . . . with polystyrene 

particles with diameters [that] range from 100 to 1000 nm,” and that such 

particles may be used with paints or coatings “to functionalize the surfaces 

of materials.”  Id.  Moreover, Wang teaches, “[t]he same chemical bonding 
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approach may be applied to coat enzymes onto preformed plastic parts, and 

thus form a protein coating on the parts’ surfaces.”  Id.; see also id. at claim 

14 (disclosing binding enzymes to glass or plastic surfaces).  In a preferred 

embodiment, Wang teaches that “a surface may be pretreated with a layer of 

polymer comprising one or more active groups” and a “digestive protein 

suspension may be spin coated onto the polymer layer with the active groups 

to form covalent bonds between the proteins and the polymer layer.”  Id. 

¶ 18; see also id. ¶ 43 (Example 3: describing application of the enzyme to a 

polymer coated plate via a 3-step layer-by-layer spin coating process). 

2.  Ho (Ex. 1005) 

Ho “relates to an immobilized composition of a biologically active 

material that can be prepared to have an unusually high amount of activity 

per unit volume.”  Ex. 1005, 1:9–12.  The biologically active material 

includes “proteinaceous materials, such as, for example, immunoreactants, 

but especially, of enzymes.”  Id. at 3:4–8.  According to Ho, the term 

“immobilized” refers “to such an enzyme, or other biologically active 

material, fixed to any kind of carrier, i.e., organic or inorganic.”  Id. at  

1:40–43.  Ho teaches that “[p]rocedures such as adsorption, encapsulation, 

and covalent bonding are routinely used [for immobilization] with many 

enzymes.”  Ex. 1005, 1:29–30.   

Ho, in examples, describes immobilizing multiple enzymes, including 

a lactase, a lipase, and a protease, to a carrier.  Id. at 7:16–42; see also id. at 

13:15–19, 13:25–35 (“Other enzymes that may be used . . . include, for 

example, cellulase, esterase . . . and other types of hydrolases; hydrase, 

pectinases, pepsin . . . and mixtures of these and other enzymes.”).  Ho 

further teaches, for example, “[a] high activity immobilized enzyme 

composite is prepared by covalently bonding a second enzyme layer to a 
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first enzyme layer that is immobilized to a carrier.”  Ex. 1005, Abstract.  

Additional “successive enzyme layers may be covalently bonded.”  Id.   

Ho teaches that “the carrier material is preferably in particulate form,  

. . . but in addition, may be in the form of fibers, tubes, sheets, beads, or 

porous glass.”  Id. at 4:17–21.  Also, Ho discloses, “[t]he carrier may be any 

chemically inert natural or synthetic material, such as, for example, a 

polymer that is capable of forming a gel in aqueous media.”  Id. at 4:23–25; 

see also id. at 4:28–37 (“[A]ny material that has or can be formed to have a 

shape that makes processing practical in the desired end use, that offers a 

high surface area per unit volume, and that either has or can be treated to 

have active hydroxyl groups at its surface” may be the carrier material.).  

3.  Pegg (Ex. 1009) 

Pegg relates to crosslinking agents for covalently linking enzymes to 

plastics.  Ex. 1009, Abstract; see also id. at 1:9–11 (“This invention relates 

to a novel heterofunctional composition useful in immobilizing reagents on 

plastic surfaces.”).  According to Pegg, “[s]ubstrates are insoluble matrices 

for immobilization and can be plastic, glass, silica, carbon, cellulose, or 

other materials.”  Id. at 1:20–22.  Pegg explains that “[p]lastics are 

particularly useful substrates as they can be formed into a variety of shapes, 

such as cups, discs, . . . tubes, membranes, and particles,” in addition to 

plastics being biocompatible.  Id. at 1:22–27.  Pegg’s “[p]referred substrates 

are plastics derived from polymers of vinyl, ethylene, propylene, sulfone, 

carbonate, or a combination thereof.”  Id. at 3:29–31. 

B. Person of Ordinary Skill in the Art 

Petitioner’s declarant proposes that the person of ordinary skill in the 

art “would have had at least a bachelor’s degree plus 5 years or more of 
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experience, or a Masters or PhD degree with 2 or more years of experience 

in chemistry, biochemistry, molecular biology, biochemical engineering, or 

a related discipline.”  Ex. 1012 ¶ 32.  Patent Owner’s declarant agrees, but 

would add that the ordinarily skilled person also “would have had, or had 

access to persons with, expertise in fingerprints, including their components 

and how they are deposited or behave on surfaces.”  Ex. 2001 ¶ 22 (Decl. of 

Jason Kolowski, Ph.D.). 

Inasmuch as the parties’ declarants agree regarding the skilled 

artisan’s qualifications, we find that the proposals are consistent with the 

relied-upon prior art.  Okajima v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 

2001) (explaining that specific findings regarding ordinary skill level are not 

required where the prior art itself reflects an appropriate level and a need for 

testimony is not shown) (internal quotation marks and citation omitted).  

Given the ’717 patent’s description of problems encountered in the art, and 

the various secondary prior art references cited here (e.g., Ex. 1015 

(Buchanan)), we find for purposes of this Decision, that the skilled artisan 

would also have had some expertise (or access to persons with some 

expertise) related to the components of a fingerprint and contamination to 

surfaces from fingerprints.   

 

C. Claim Construction 

In an inter partes review, we interpret claim terms in an unexpired 

patent based on the broadest reasonable construction in light of the 

specification of the patent in which they appear.  37 C.F.R. § 42.100(b) 

(2018); Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2142 (2016) 

(affirming the broadest reasonable construction standard in inter partes 
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review proceedings).12  Under that standard, we presume a claim term 

carries its “ordinary and customary meaning,” which “is the meaning that 

the term would have to a person of ordinary skill in the art in question” at 

the time of the invention.  In re Translogic Tech., Inc., 504 F.3d 1249, 1257 

(Fed. Cir. 2007).  We need only construe terms in controversy, and only to 

the extent necessary to resolve that controversy.  Vivid Techs., Inc. v. Am. 

Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999). 

“anti-fingerprint coating” 

The phrase “anti-fingerprint coating” appears twice in claim 1: first in 

the preamble as “[a] method of forming anti-fingerprint coating,” and at the 

end of the treating step, which recites “treating the substrate with a 

composition comprising a lipolytic enzyme to obtain an anti-fingerprint 

coating.”  Ex. 1001, 10:55–61 (emphases added). 

According to Petitioner, the ’717 patent discloses that the “invention 

relates to a novel use of a lipolytic enzyme for forming anti-fingerprint 

coating capable of providing a self cleaning function to a surface of the 

substrate.”  Pet. 9 (quoting Ex. 1001, 1:17–19).  Petitioner contends that, as 

described in the ’717 patent, this “‘self cleaning’ is ‘a function of actively 

reducing transfer of fingerprints or decomposing fingerprints.’”  Pet. 9 

(quoting Ex. 1001, 1:57–59); see also Pet. 9 (highlighting disclosure in the 

                                                 
12 The Final Rule changing the claim construction standard in IPR 
proceedings does not apply here, as the Petition was filed before the rule’s 
effective date, November 13, 2018.  See Changes to the Claim Construction 
Standard for Interpreting Claims in Trial Proceedings Before the Patent Trial 
and Appeal Board, 83 Fed. Reg. 51,340, 51,340, 51,344 (Oct. 11, 2018).  
Nevertheless, we do not perceive on the record before us that the claim 
construction adopted herein would be different if the standard in the above-
noted Final Rule were applied.  
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’717 patent that distinguishes such a self-cleaning function from merely an 

“easy cleaning function”) (quoting Ex. 1001, 2:40–43).  Hence, Petitioner 

contends, the “anti-fingerprint coating” means: 

at least one layer of material that consists of or comprises a 
lipolytic enzyme and that is capable of actively reducing transfer 
of fingerprints to a surface of a substrate on which the layer of 
such lipolytic enzyme containing material is provided or 
decomposing fingerprints deposited on a surface of a substrate 
on which the layer of such lipolytic enzyme containing material 
is provided or a combination thereof. 

Pet. 10. 

 Patent Owner responds that Petitioner’s interpretation is, for several 

reasons, flawed.  Prelim. Resp. 8–11.  Patent Owner contends that the term 

“coating” is used in its ordinary sense and requires no construction.  Id. at 9.  

Patent Owner argues that Petitioner improperly limits the anti-fingerprint 

functionality to one “wherein the lipolytic enzyme is capable of actively 

reducing the transfer of a fingerprint or decomposing the fingerprint.”  Id. at 

10.  According to Patent Owner, the claims are not limited to any “particular 

mechanism,” and the functionality or mechanism of action should not be 

attributed solely to a lipolytic enzyme as Petitioner has allegedly done.  Id. at 

10–11 (“The specification explains that there are other variables, such as 

thickness, moisture, . . . [that] contribute to the anti-fingerprint 

functionality.”).  And, Patent Owner contends, there is also “no basis to read 

a conditional limitation ‘capable of’ into the claims because it would result 

in a construction where the coating may not have the inventive anti-

fingerprint functionality.”  Id. at 10 n.7. 

Patent Owner then proposes its own interpretation.  Prelim. Resp.  

12–16.  According to Patent Owner, the “anti-fingerprint coating” is a 
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“coating that decreases the visibility of residue transferred by a finger.”  Id. 

at 12.   

In support of its interpretation, Patent Owner addresses separate 

portions of the phrase “anti-fingerprint coating.”  Id. at 12–16.  First, 

regarding the term “fingerprint,” Patent Owner contends that “fingerprints 

are comprised of more than just lipids,” and may include, for example, DNA 

or environmental contaminants.  Id. at 13–14.13  According to Patent Owner, 

“[e]ssentially, anything that someone touches can be transferred to a finger, 

and then deposited as a fingerprint residue.”  Id. at 14 (asserting that the 

term “residue” is used to describe substances deposited by a fingertip).  

Turning to the term “anti-,” Patent Owner contends “the problem 

identified in the ’717 patent is the visible contamination on everyday devices 

caused by residue transferred by a finger.”  Prelim. Resp. 15.  Patent Owner 

identifies “a number of embodiments” and “working examples that 

demonstrate the purpose of the invention is to decrease the problem of 

visible fingerprint contamination.”  Id.  Patent Owner contends that such 

examples determine “haze values” and that those values “are being used as a 

surrogate to quantitate the relative visibility of the contaminant,” and this 

allegedly further “correlates to a reduction in the visibility of the 

contamination on the substrate with the coating.”  Id. at 16. 

Although we do not agree entirely with either parties’ proposed 

interpretations, we find Petitioner’s proposal is closer to the broadest 

                                                 
13 Patent Owner criticizes Petitioner for not proposing an express 
construction of the term “fingerprint,” yet acknowledges Petitioner’s 
position that fingerprints contain lipids.  Prelim. Resp. 12–13; see also Pet. 
6–8, 18–19, 21; Ex. 1012 ¶¶ 39, 41, 45–46, 85 (citing evidence that 
fingerprints include lipids, especially triglycerides and wax monoesters). 
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reasonable interpretation of the phrase “anti-fingerprint coating.”  As we 

explain below, we adopt a somewhat modified claim construction as the 

broadest reasonable interpretation for this Decision.   

Both parties contend that the phrase “anti-fingerprint coating” requires 

further interpretation.  We agree because the phrase, standing alone, might 

mean several different things, and evidence has not been presented to reveal 

any commonly understood meaning outside of the teachings of the ’717 

patent.  We look to the ’717 patent for guidance on the meaning of this 

phrase.  Poly-America, L.P. v. API Indus., Inc., 839 F.3d 1131, 1137 (Fed. 

Cir. 2016) (“Ultimately, the only meaning that matters in claim construction 

is the meaning in the context of the patent.”). 

Based on the Specification, “anti-fingerprint” does not mean that the 

coating must prevent any and all transfers of a fingerprint contamination to a 

surface.  Experimental Example 1, for instance, demonstrates that the  

anti-fingerprint coating need only reduce a degree of transfer of the 

fingerprint compared to a control without the coating.  See, e.g., Ex. 1001, 

Fig. 1 and 8:18–22 (describing less transfer of the fingerprint immediately 

after left (0 hr) with a lipase-coated glass substrate versus a glass substrate 

without the lipase coating); see also id. at Fig. 6 and 9:38–55 (Experimental 

Example 4, showing a greater reduction of haze values of transferred 

fingerprints over time in the experimental coating versus a lipase-free 

coating).   

The ’717 patent also confirms the presence of the anti-fingerprint 

coating by “confirm[ing] fingerprint decomposing performance.”  See, e.g., 

id. at 9:5–20.  For instance, Experimental Example 2 describes testing the 

decomposition of “the main component, triglyceride, of a fingerprint” 

transferred to a control surface and a surface including the anti-fingerprint 
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coating by testing for peaks that characterize the breakdown of triglyceride 

(triolein) into fatty acids.  Id.  And the Specification reports that “it was seen 

that an acid peak which did not appear from the reference (triolein) was 

observed from the lipase-coated slide.”  Id. at 9:18–20 (“1H-NMR analysis 

was performed to examine whether the triolein was decomposed or not”). 

In addition, the ’717 patent also discloses that the “anti-fingerprint 

coating” is different from a coating that merely provides an “easy cleaning 

function”—“no hiding, or wiping of” the fingerprint is necessary with the 

claimed anti-fingerprint coating.  Ex. 1001, 2:26–27, 2:40–43.  Indeed, the 

’717 patent expressly distinguishes the anti-fingerprint coating as claimed 

from known anti-contamination coatings that the patent states are “not 

associated with decomposition of the fingerprint contaminant” or that may 

only provide for easier cleaning or wiping off of the contaminant.  Ex. 1001, 

1:36–39, 1:59–60, 2:6–18; see also Prelim. Resp. 15 (asserting the ’717 

patent “criticizes prior art that describes anti-contamination products that 

require manual removal of the visible contaminant”); Poly-America, 839 

F.3d at 1136 (holding “an inventor may disavow claims lacking a particular 

feature when the specification distinguishes or disparages prior art based on 

the absence of that feature”).   

Instead, the ’717 patent repeatedly and consistently confirms that the 

“anti-fingerprint” property or characteristic is a “self-cleaning function.”  

See, e.g., Ex. 1001, 2:41–43 (describing the “Technical Solution” as 

“forming anti-fingerprint coating capable of providing a self-cleaning 

function, not simply forming an anti-contamination coating providing easy 

cleaning”); see supra Section II(B).  And the patent further explains what 

this means:  “a self-cleaning function, that is, a function of actively reducing 

transfer of fingerprints or decomposing fingerprints.”  Ex. 1001, 1:57–59; 
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see also id. at 2:31–33 (“The present invention is also directed to a method 

of forming anti-fingerprint coating which may reduce transfer of fingerprints 

and have a fingerprint decomposing property.”), 6:26–28 (“[T]he substrate 

including the anti-fingerprint coating to which the lipolytic enzyme is 

immobilized exhibits an anti-fingerprint characteristic because of 

decomposition of fingerprints and a decrease in transfer of fingerprints.”). 

We construe the claimed “anti-fingerprint coating” in light of the 

teachings of the ’717 patent as set forth above as follows:  “a coating that is 

capable of providing a self-cleaning function, that is, a function of actively 

reducing transfer of a fingerprint or decomposing a fingerprint transferred to 

a surface of the coated substrate.”  This construction also requires a frame of 

reference to address, for example, the question “reducing transfer of a 

fingerprint” compared to what?  So, for clarity, we also conclude that the 

“reducing” or “decomposing” is relative to the same fingerprint transferred 

to a substrate without the anti-fingerprint coating, which is broadly 

consistent with how the Specification confirms that the anti-fingerprint 

property is present.  See, e.g., Ex. 1001, Fig. 1 and 8:7–31 (Experimental 

Example 1 (showing reduced fingerprint transfer to the lipase-coated 

substrate versus the substrate without that coating)); id. at 9:37–55 

(Experimental Example 4 (showing fingerprint decomposition on a lipase-

coated substrate “compared to a lipase-free sample”)). 

We turn now to Patent Owner’s arguments against Petitioner’s 

interpretation, portions of which we have adopted or modified.  We agree 

with Patent Owner that the term “coating” is used in a conventional way 

and, thus, need not be further construed.   

As for Patent Owner’s argument that there is no basis for including 

the phrase “capable of” in the construction of the challenged claims because 
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it “would result in a construction where the coating may not have the 

inventive anti-fingerprint functionality,” we disagree.  Prelim. Resp. 10 n.7.  

The phrase “capable of” is supported by the Specification in the way it is 

used in Petitioner’s (and the Board’s) construction.  See, e.g., Ex. 1001, 

1:17–19 (“forming anti-fingerprint coating capable of providing a self-

cleaning function”), 2:40–43.  Moreover, contrary to Patent Owner’s 

contention, the anti-fingerprint coating as construed does not lack the “anti-

fingerprint functionality”—the property is there in the coating and would, 

upon contact with a fingerprint, react.  The nature of this property is that it is 

capable of functioning when the coating is exposed to a fingerprint.  And, 

importantly, claim 1 is a method of forming the anti-fingerprint coating and 

does not require, as an active step of the claim, that a fingerprint actually be 

transferred to the coated substrate. 

Patent Owner’s argument that Petitioner’s construction is flawed for 

allegedly attributing the anti-fingerprint functionality solely to the lipolytic 

enzyme is moot in light of our construction and otherwise unpersuasive.  

Prelim. Resp. 10–11.  We do not agree that Petitioner’s proposal necessarily 

meant that the lipolytic enzyme was solely responsible for the anti-

fingerprint function.  In its construction, Petitioner substituted the phrase 

“layer of material” for “coating,” and Petitioner’s proposal indicates that this 

“layer of material” (which Petitioner reiterated includes the lypolytic 

enzyme) “is capable of actively reducing transfer of fingerprints . . . .”  Pet. 

9–10.   

As noted, we agree that “coating” requires no further construction, 

and it is clear, based on other portions of the claim, that the coating includes 

a lipolytic enzyme.  That element need not be repeated in the construction of 

anti-fingerprint coating as Petitioner has done.  Insofar as Petitioner 
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proposed that the layer of material (or coating) “consists of or comprises a 

lipolytic enzyme,” and this language is the reason Patent Owner interprets 

Petitioner as attributing the anti-fingerprint function solely to the enzyme, 

the Board’s construction does not adopt that particular “consists of or 

comprises” language.14  Id. 

Finally, Patent Owner’s argument that “anti-fingerprint” should not be 

construed to be limited to the mechanism of action described in the 

Specification is also unavailing.  “Anti-fingerprint” according to the ’717 

patent does not mean any and all conceivable functions for reducing 

fingerprint contamination.  As already explained, the ’717 patent does not 

describe coatings that wholly resist the transfer of a fingerprint, or that 

merely enable the contamination to be hidden or easily cleaned.  See, e.g., 

2:26–28 (“The present invention is directed to a technique of removing, with 

no hiding or wiping of, fingerprints by decomposing components of a 

transferred fingerprint using an enzyme.”).  Rather, the ’717 patent is quite 

                                                 
14 Patent Owner asserts that “other variables,” beyond the enzyme, may 
“contribute to the anti-fingerprint functionality,” but those variables relate to 
specific embodiments and are not recited in claim 1.  Prelim. Resp. 11.  As 
discussed (supra, Section II(B)), the ’717 patent states that particular 
embodiments are not limiting.  Also, as Petitioner points out, the ’717 patent 
discloses that a lipolytic enzyme “alone” may be immobilized to a substrate 
“with no use of an additional treatment process,” suggesting the enzyme, 
without additional variables, can provide the claimed functionality.  Pet. 9; 
Ex. 1001, 4:34–37.  Moreover, in Experimental Examples, the only 
distinguishing feature between coatings with and without the anti-fingerprint 
feature is the presence of a lipolytic enzyme (i.e., a lipase).  See, e.g., 
Ex. 1001, 8:7–30.  As for moisture being a “variable,” the Specification 
discloses that moisture is provided by the fingerprint itself.  Id. at 3:61–63 
(“Since the fingerprint includes moisture in addition to the lipid, there is no 
need to supply the moisture.”). 
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specific in disclosing that the mechanism of action is a self-cleaning 

function, and further explains what that means.  It is an active reduction in 

the transfer of fingerprints or decomposition of fingerprints.15  While we 

heed the caution against reading limitations from the Specification into the 

claims, we must also interpret the claims in light of the Specification—

recognizing what the invention is, and what it is not.  And Patent Owner 

directs us to no other mechanism that provides sufficient context and 

meaning to the phrase “anti-fingerprint coating,” and which is adequately 

supported by the Specification. 

We do not, in this Decision, agree with Patent Owner’s proposal that 

“anti-fingerprint coating” means a “coating that decreases the visibility of 

residue transferred by a finger.”  Prelim. Resp. 12.  True, as Patent Owner 

points out, the ’717 patent does describe “clearly visible” contaminations left 

by fingerprints, but that disclosure is provided as background with respect to 

certain products—“various display devices, [and] high-glossy electronic 

devices or building materials.”  Ex. 1001, 1:25–31.  As noted above, 

however, the ’717 patent states expressly that the invention is not limited to 

any particular type of product that may be treated with the anti-fingerprint 

coating.  Id. at 6:59–61.  Also, under specific sections of the patent on the 

“Technical Problem” and “Technical Solution,” the patent describes the  

anti-fingerprint functionality as reducing fingerprint transfer or decomposing 

the fingerprint but does not specify that fingerprint visibility must, in fact, be 

                                                 
15 Although the ’717 patent repeatedly confirms the invention is not limited 
to any particular lipolytic enzyme, product, substrate, method of treating the 
substrate, or working example (supra Section II(B)), absent are any 
disclosures evidencing that the anti-fingerprint function is broader than 
actively reducing transfer of fingerprints or decomposing fingerprints. 
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decreased.  Id. at 2:24–3:7.  Also, some of the Experimental Examples 

confirm the anti-fingerprint function by testing for active decomposition, 

without assessment of a fingerprint’s visibility.  Id. at 9:5–35 (Experimental 

Examples 2 and 3).  Patent Owner cites other examples where reduced 

fingerprint transfer or decomposition of fingerprint components may have 

resulted in lower haze values, but, as noted above, the Specification states 

that the invention is not limited to its examples.16  Id. at 7:44–50. 

Patent Owner’s “visibility” interpretation also raises other questions 

about how to determine decreased “visibility” of residue transferred by a 

finger.  Does it require reduced visibility as determined by the naked eye?  If 

so, that does not explain why at least one example in the ’717 patent 

describes the use of a haze meter in combination with a microscope to 

examine the degree of fingerprint transfer and decomposition over time.  Id. 

at 8:25–30.  It is also not clear on the present record that, as shown with 

Experimental Example 1, a difference in haze value between roughly 3.75% 

(lipase-coated) and 2.25% (control) at the time of fingerprint transfer, or the 

reduced haze over time from about 2.25% (at time 0) to about 1.25% (at 

roughly 5 hours) would mark a difference or change in visibility of the 

fingerprint discernible to the unaided eye.  Id. at 8:6–30, Fig. 1.  Moreover, 

to the extent Patent Owner argues that haze values are a “surrogate” for 

visibility, even the control coatings provided reduced haze values over time, 

and thus, accepting Patent Owner’s argument, such controls would appear to 

                                                 
16 We do not rule out that use of the anti-fingerprint coating may result in 
decreased visibility of a fingerprint, especially on certain products.  We are 
not, however, persuaded on this record that this result is necessarily required 
as a matter of claim interpretation.  
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also “decrease[] the visibility of residue transferred by a finger.”  Prelim. 

Resp. 12, 16; see, e.g., Ex. 1001, Figs. 1, 7. 

For at least the above reasons, and for purposes of this Decision on the 

current record, we are not persuaded that Patent Owner’s interpretation of 

“anti-fingerprint coating” is correct. 

To resolve a controversy presented here, we also find that the term 

“fingerprint” should itself be further construed.  Vivid Techs., 200 F.3d at 

803.  That controversy turns in pertinent part on whether the claimed 

“fingerprint” includes lipids or, as Patent Owner argues, the fingerprint may 

be mostly or entirely lipid-free.  Compare Pet. 6–8, 18–19, 21, and Ex. 1012 

¶¶ 39, 41, 45–46, 85 (arguing that fingerprints include lipids), with Prelim. 

Resp. 12–13, 22 (“not every fingerprint contains lipids . . . as required by 

Petitioner’s inherency theory”). 

Patent Owner interprets a “fingerprint” as a “residue transferred by a 

finger,” but we do not agree that is the broadest reasonable interpretation.  

Prelim. Resp. 12–14.  The “fingerprint” need not be transferred by a finger 

because the ’717 patent supports a broader construction.  For example, the 

patent describes use of the anti-fingerprint coating on products frequently in 

contact with a person’s “hands” and, in examples, the patent also tests a 

“fingerprint really transferred from a palm.”  Ex. 1001, 6:56–61, 9:37–55 

(emphasis added).   

Patent Owner also argues that a fingerprint may include many 

components, including lipids (sebum), sweat, dead skin cells (including 

keratin and DNA), and external contaminants such as dust or cosmetics.  

Prelim. Resp. 12–14.  According to Patent Owner, essentially “anything 

someone touches can be transferred to a finger” and then deposited on a 

substrate, and thus can be considered a fingerprint residue.  Id. at 14.  
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Embedded in Patent Owner’s claim construction argument is the notion that 

the claimed fingerprint can be substantially or wholly lipid-free; Patent 

Owner elsewhere argues this point explicitly.  See, e.g., Prelim. Resp. 3 

(“fingerprints do not always contain lipids”), 21–22 (arguing that “very 

young children lacked significant amounts of lipids” and “certain individuals 

suffer from a genetic disorder wherein their bodies do not produce 

significant amounts of surface lipids.”); Ex. 2001 ¶¶ 83–85. 

We do not agree that a fingerprint, as described and claimed in the 

’717 patent, encompasses fingerprints that are lipid-free.  Quite the opposite, 

the ’717 patent describes normal fingerprints, which include, as their main 

component, lipids.  The patent states expressly at least the following:  “in 

consideration that the fingerprint is mostly composed of lipids;” the “major 

components of a fingerprint are sweat and sebum;” “it has been known that 

the main cause leaving stains on an appearance of a product such as an 

electronic device is sebum, which is composed of lipids, including 

triglycerides, was monoesters . . . ;” “triglyceride and wax monoester 

account for nearly 70% of the total content of sebum;” “triglyceride and wax 

monoester, which are the main components of the sebum;” and “using the 

main component, triglyceride, of a fingerprint.”  Ex. 1001, 2:44–45, 2:52–

62, 3:21–23, 9:13–14.17  The ’717 patent does disclose that a fingerprint may 

                                                 
17 See also Ex. 1021, 2 (“Prior experiments conducted in the laboratory 
indicated that the nature of normal fingerprints include a fair amount of 
sebaceous secretions, so long as the individual has not recently washed their 
hands, and had presumably engaged in touching of other parts of the body 
which have sebaceous glands. . . .  The touching of the face is such a typical 
behavioral phenomenon that this was included in order to create fingerprint 
transfers which were laden with normal sebaceous secretions.”) (emphases 
added).  Patent Owner contends that Exhibit 1021 shows that fingers, 
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also include additional components, such as dead skin cells and dust.  Id. at 

2:52–55.  But, as the above excerpts repeatedly make clear, the fingerprints 

of the ’717 patent are stains or contaminations mostly composed of lipids.  

Patent Owner cites to no disclosure in the ’717 patent to suggest otherwise.  

And the extrinsic evidence cited by Patent Owner related to some 

circumstances (e.g., genetic disorders) where lipids/sebum may not be 

present on a finger cannot change the scope and meaning of fingerprints as 

provided in the patent.  Ex. 2001 ¶¶ 78–85.   

Moreover, the challenged claims themselves indicate that a 

“fingerprint” necessarily contains lipids because the claims further recite “a 

lipolytic enzyme,” which, according to the ’717 patent, “includes any 

enzymes having a characteristic of hydrolyzing lipid components of a 

fingerprint such as triglycerides, wax monoesters, fatty acids, squalenes, 

cholesterols and cholesteryl esters.”  Ex. 1001, 3:12–15.   

For the above reasons, we conclude that, consistent with the ’717 

patent, “fingerprint” means “a contaminant or stain, mostly composed of 

                                                 

immediately after being washed, include only water soluble salts and very 
little or no lipids.  Ex. 2001 ¶ 80.  Patent Owner then contends that the ’717 
patent describes hydrogel coatings that can include additional moisture, 
which “can exert an effect on water soluble salts.”  Prelim. Resp. 21 n.11.  
The problems with those contentions are many-fold.  Among them, the 
patent does not describe its coatings, or the alleged moisture therein, as 
having any effect on water soluble salts; to the extent moisture is mentioned, 
it is described as facilitating lipolytic enzyme activity, i.e., hydrolysis of 
triglycerides and wax monoesters.  Ex. 1001, 3:61–4:6.  And the patent 
discloses that exogenous moisture is not required because moisture is 
supplied by the fingerprint itself.  Id. at 3:62–63.  As for a “hydrogel,” that is 
a specific embodiment, but the patent states that the invention is not limited 
to its embodiments or to specific methods of treating the substrate with the 
enzyme.  Supra Section II(B). 
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lipids/sebum and including as a main component triglycerides, transferred to 

a surface from contact with a portion of a hand.”18   

 

D. Principles of Law 

A claim is unpatentable under 35 U.S.C. § 103(a) if the differences 

between the claimed subject matter and the prior art are such that the subject 

matter, as a whole, would have been obvious to the person of ordinary skill 

in the art at the time of the invention.  KSR Int’l Co. v. Teleflex Inc., 550 

U.S. 398, 406 (2007).  The question of obviousness is resolved on the basis 

of underlying factual determinations including:  (1) the scope and content of 

the prior art; (2) any differences between the claimed subject matter and the 

prior art; (3) the level of ordinary skill in the art; and (4) objective evidence 

of obviousness.  Graham v. John Deere Co., 383 U.S. 1, 17–18 (1966).   

“[I]nherency may supply a missing limitation in an obviousness 

analysis.”  Par Pharm., Inc. v. TWi Pharm., Inc., 773 F.3d 1186, 1194 (Fed. 

Cir. 2014).  The Federal Circuit has, however, “also explained that the use of 

inherency . . . must be carefully circumscribed in the context of 

obviousness.”  Id. at 1194–95.  That is, “the limitation at issue necessarily 

must be present, or the natural result of the combination of elements 

explicitly disclosed by the prior art.”  Id.   

 

                                                 
18 Patent Owner’s interpretation uses the term “residue,” which is not used in 
the ’717 patent, yet the terms “stain” and “contaminant” find direct support 
in the Specification.  See, e.g., Ex. 1001, 2:55–56, 10:16–39.  Considering 
other evidence of record, it appears that terms such as “stain,” “mark,” and 
“residue” are used, in effect, interchangeably in the art.  Ex. 1013, 3:1–3. 
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E. Obviousness over Wang 

Petitioner contends that claim 1 (and dependent claims 2, 3, and 5) are 

unpatentable under 35 U.S.C. § 103(a) as obvious over Wang.  Pet. 26–29, 

31.  Petitioner contends Wang discloses, expressly and inherently, the 

subject matter of the challenged claims, and that the skilled artisan would 

have had a reason to combine Wang’s teachings and produce, for example, a 

lipase-coated plastic substrate that would inherently hydrolyze (and, thus, 

decompose) fats and lipids, including lipids in a fingerprint.  Pet. 26–28.  

According to Petitioner, “hydrolysis of lipids and fats is characteristic of 

anti-fingerprint functionality of a coating,” and would be an inherent result 

when a fingerprint is transferred to the enzyme-coated substrate that is 

taught and suggested by Wang.  Pet. 27; see also id. at 18–22 (regarding an 

inherent self-cleaning functionality). 

Petitioner supports its positions with the teachings of the asserted 

prior art, disclosures in several secondary references, such as Buchanan, 

Mong,19 Ramotowski,20 Mizusawa,21 and with Dr. Rozzell’s testimony.  See, 

e.g., Ex. 1012 ¶¶ 33–55 (regarding inherency, especially hydrolysis of 

fingerprint lipids, and vaporization of decomposed fingerprint components), 

107–113 (claim 1 analysis), 121 (claim chart).  Petitioner also cites to the 

Board’s decision in the Toyota IPR.  See, e.g., Pet. 22 n.2, 27.  According to 

Petitioner, the Board’s finding in the Toyota IPR that fingerprint removal 

                                                 
19 G. M. Mong et al., Advanced Fingerprint Analysis Project Fingerprint 
Constituents, Technical Report, Pacific Northwest Laboratory (1999) 
(Ex. 1021). 
20 Robert S. Ramotowski, Advances in Fingerprint Technology 63–104, 
(Henry C. Lee and R. E. Gaensslen, ed., CRC Press 2001) (Ex. 1025). 
21 Mizusawa et al., US 6,265,191 B1, issued July 24, 2001 (Ex. 1027). 
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functionality by hydrolysis of fingerprint lipids was inherent in the prior 

art’s lipase-coated substrates is similarly applicable to this Petition.  Id.22 

Patent Owner contends that Petitioner has not proved that the prior art 

expressly or inherently discloses the anti-fingerprint coating.  Prelim. Resp. 

18–20.  In support, Patent Owner argues, inter alia, that a residue transferred 

by a finger does not always contain lipids and that fingerprints may contain 

substances unaffected by a lipolytic enzyme.  Id. at 20–24.  Patent Owner 

further argues that Petitioner’s evidence, especially Buchanan, does not 

support Petitioner’s inherency theory.  Id. at 26–35.  And, Patent Owner 

argues, Petitioner has not proved that the claimed anti-fingerprint coating 

would have been expected.  Id. at 36–43. 

For the reasons explained below, and on the present record, we find 

that Petitioner has demonstrated a reasonable likelihood that it would prevail 

in showing the unpatentability of at least one of claims 1–3 and 5 of the ’717 

patent over Wang.  

                                                 
22 In the Toyota IPR, the Board found that “any combination of prior art that 
teaches the first two limitations of the challenged claims inherently would 
teach the step of ‘facilitating the removal of a fingerprint by vaporization 
from the lipase associated substrate or coating when contacted by a 
fingerprint.’”  Ex. 1003, 20.  Claim 1 of the patent in the Toyota IPR reads: 

1.  A method of facilitating the removal of a fingerprint on a 
substrate or a coating comprising: 

providing a substrate or coating; 
associating a lipase with said substrate or coating such that 

said lipase is capable of enzymatically degrading a component of 
a fingerprint, and 

facilitating the removal of a fingerprint by vaporization 
from the lipase associated substrate or coating when contacted 
by a fingerprint. 
 

Id. at 5 (quoting claim 1). 
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1. Claim 1 

Claim 1 is a method of forming an anti-fingerprint coating, and recites 

two active steps:  providing a plastic or glass substrate, and treating that 

substrate with a composition that includes a lipolytic enzyme “to obtain an 

anti-fingerprint coating.”  Ex. 1001, 10:55–61. 

Petitioner shows, and Patent Owner does not appear to dispute, that 

Wang teaches the steps of providing a plastic substrate, and treating that 

substrate with a composition that includes one or more enzymes, including a 

lipase.23  Pet. 27–28; see, e.g., Ex. 1004 ¶ 40 (“Enzymes may be attached to 

surfaces of plastics. . . .  A digestive protein suspension may be spin coated 

onto the polymer layer with the active groups to form covalent bonds 

between the proteins and the polymer layer.”); ¶ 17 (“The digestive proteins 

[i.e., enzymes] of the composition may include proteases which hydrolyze 

protein molecules, lipases which hydrolyze lipids and fats . . . .”).   

The disputed issue is whether, by coating the substrate with an 

enzymatic (i.e., lipolytic) composition, as taught and suggested in Wang, one 

would obtain inherently an “anti-fingerprint coating” as interpreted above 

(supra Section III(C)).  Although Wang suggests that the enzymatic 

compositions provide a self-cleaning function, for preventing and reducing 

stain (e.g., fat, oil, protein) accumulation on coated surfaces, such as the 

interior and exterior surfaces of an automobile, Wang does not expressly 

disclose that the stains include fingerprints.  Pet. 26–27; Ex. 1004, ¶¶ 2–6, 

                                                 
23 A lipase is a lipolytic enzyme and the ’717 patent discloses that the 
“invention is not limited to the kind or origin of the lipase, and any type of 
lipase may be used.”  Ex. 1001, 3:12–20, 10:62–63. 
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17–20; see supra Section III(A)(1).  Petitioner, acknowledging a lack of 

express disclosure, invokes inherency.   

According to Petitioner, and Dr. Rozzell, the claimed anti-fingerprint 

functionality is inherent in the coatings disclosed in Wang.  Pet. 18–22,  

26–27; Ex. 1012 ¶¶ 39–55.  In support of its inherency position, Petitioner 

contends that “fingerprints contain lipids,” “the lipase would break down 

lipids placed on the surface [of a coated substrate] into lower molecular 

weight components that exhibit higher volatility,” and “those breakdown 

products would evaporate more quickly than would the higher molecular 

weight lipids that exhibit lower volatility.”  Pet. 21; Ex. 1012 ¶¶ 33–55.   

Petitioner provides evidentiary support for each aspect of this 

inherency paradigm.  Petitioner cites Ramotowski, Asano,24 and Mong as 

disclosing that fingerprints contain substantial amounts of lipids having ester 

bonds (which, as discussed below, are hydrolyzed by lipases).  Pet. 19; 

Ex. 1012 ¶¶ 41, 45; see, e.g., Ex. 1025, 61, 74, 81–82, 86 (describing 

sebaceous secretions like found in fingerprints as including substantial 

amounts of triglycerides (e.g., 30–40%) and wax esters (e.g., 20–25%)), 90 

(“compounds typically found in print residue, including cholesterol, 

triglycerides, fatty acids, wax esters, cholesterol esters . . .”).  The ’717 

patent is consistent in disclosing that fingerprints are “mostly composed of 

lipids” and that the “main cause” of fingerprint stains is “sebum, which is 

composed of lipids including triglycerides” and other lipid components.  

Ex. 1001, 2:44–45, 2:55–60, 2:61–62 (“the triglyceride and wax monoester 

account for nearly 70% of the total content of sebum”); Ex. 1012 ¶ 39; see 

                                                 
24 Keiji G. Asano et al., Chemical Composition of Fingerprints for Gender 
Determination, 47:4 J. FORENSIC SCI. 1–3 (2002) (Ex. 1026). 
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supra Section III(C) (construing a “fingerprint” as comprising a substantial 

lipid/sebum component). 

Petitioner also provides evidence that lipases are known to hydrolyze 

(i.e., decompose) higher molecular weight lipids into lower molecular 

weight decomposition products.  Wang discloses that lipases will hydrolyze 

fats and lipids, and suggests the use of such lipases to provide a self-cleaning 

function for preventing or reducing oil- and fat-based stains on coated 

substrates, such as plastic surfaces in the interior of an automobile.  Ex. 1004 

¶¶ 2, 6, 15, 17, 42; see also id. ¶ 8 (describing “enzymatically decomposing 

stain molecules in contact with the surface”).  Petitioner also provides 

evidence that a lipase, by definition, includes “‘[a]ny group of enzymes that 

catalyze the hydrolysis of fats into glycerol and fatty acids.’”  Ex. 1012 ¶ 41 

(quoting Ex. 1023; see also Ex. 1027, 1:22–24 (“lipases function to 

hydrolyze the triacylglycerols [i.e., triglycerides] to yield free fatty acids and 

glycerol”), 3:55–60 (describing plastic surfaces that may be modified with a 

lipase complex to provide oil-removal properties); Ex. 1012 ¶¶ 41–44, 52 

(explaining that lipases hydrolyze ester bonds in lipids).   

Here again, the ’717 patent is consistent with Petitioner’s cited 

evidence.  The ’717 patent, like the prior art, discloses that triglycerides and 

wax monoesters have a structure in which fatty acids are bound by ester 

bonds, i.e., bonds that are hydrolyzed by a lipase, and thus decompose the 

lipids into lower molecular weight fatty acids.  Ex. 1001, 2:62–67, 3:16–

24.25 

                                                 
25 Patent Owner contends Petitioner cannot cite to disclosures in the patent 
to support inherency.  Prelim. Resp. 34–35.  The law suggests otherwise.  In 
Par Pharmaceutical, the Federal Circuit cited approvingly to cases where 
disclosures in the challenged patents indicating that certain properties were 
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Petitioner also provides evidence indicating that hydrolysis of ester 

bonds of higher molecular weight lipids will produce lower molecular 

weight decomposition products that will vaporize more quickly from a 

surface.  Pet. 19–21; Ex. 1012 ¶¶ 33–38, 49–54.  Petitioner cites, for 

example, Buchanan, which is a study related to the disappearance of 

fingerprints left by adults and children.  Pet. 19; Ex. 1014, passim.  

According to Buchanan, “samples obtained from children contained higher 

levels of relatively volatile free fatty acids.”  Ex. 1014, 89.  And Buchanan 

observed that “fingerprints of children disappear from surfaces more quickly 

than those of adults,” which adult samples “were found to have higher 

concentrations of less volatile long chain esters of fatty acids.”  Id. at 89, 

Fig. 3 (depicting a typical long-chain ester (from an adult sample) and a 

typical carboxylic acid (from a child sample)); see also id. at 91 (“The lower 

levels of higher molecular weight, less volatile materials in children’s 

fingerprints could explain the disappearance of fingerprints from crime 

scenes.”).  Dr. Rozzell, citing Buchanan among other evidence, testifies that 

lower molecule weight, more volatile, lipid components in a fingerprint will 

                                                 

necessarily present could be relied upon to establish inherency.  Par Pharm., 
773 F.3d at 1195.  Insofar as Petitioner cites the ’717 patent’s discussion of 
the characteristic activity of a lipase—hydrolysis of ester bonds to 
decompose higher molecular weight lipids to form lower molecular weight 
fatty acids—Petitioner is not prohibited from doing so.  To the contrary, 
those disclosures are simply consistent with the well-known property of 
lipases described elsewhere in the art.  Petitioner is not foreclosed, in 
advancing its arguments, from comparing disclosures in the Specification 
with disclosures in the prior art and contending that both the prior art and the 
patent at issue seemingly rely on the same, inherent enzymatic activity of 
lipases, albeit for different purposes—to decompose fingerprint lipids in the 
’717 patent, and to decompose fats and oils, more generally, in Wang. 
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vaporize from a surface over time, even without enzymatic degradation.  

Ex. 1012 ¶¶ 33–34; see also id. ¶¶ 35–36 (citing Mong (Ex. 1021) as 

disclosing that children’s fingerprints include higher levels of volatile fatty 

acids).  With enzymes, in particular a lipase, Dr. Rozzell testifies that 

fingerprint lipids will be enzymatically decomposed, and be more easily 

vaporized from a surface.  Ex. 1012 ¶¶ 49–55.   

According to Dr. Rozzell, lipase-based hydrolysis of high molecular 

weight fingerprint lipids, including triglycerides and other long chain esters, 

will produce fatty acid decomposition products that will more rapidly 

disappear from a lipase-coated surface.  Ex. 1012 ¶¶ 39–55.  As Dr. Rozzell 

opines, “it would be an inherent property of a lipase immobilized on a 

surface of a substrate from glass, plastic or fabric to degrade a triglyceride 

based oil stain,” such as found with a fingerprint.  Ex. 1012 ¶¶ 45–47; see 

also id. ¶ 48 (“it is unsurprising and expected that a lipolytic enzyme such as 

a lipase would degrade lipid and ester components of a fingerprint”).  

“Hydrolysis of fatty acid esters produces fatty acid and alcohol products of 

lower molecular weight than the starting fatty acid ester.”  Id. ¶ 52 (citing 

Ex. 1016).  And, citing other evidence of record, such as Buchanan, 

Dr. Rozzell testifies that the above enzymatic decomposition of the 

fingerprint will produce lower weight, more volatile, fatty acids that will 

more rapidly and easily disappear by vaporization.  Id. ¶¶ 54–55. 

Petitioner has shown sufficiently, at this stage and based on the record 

before us, that Wang discloses (expressly or inherently) each of the 

limitations of claim 1.  There is no dispute at present that Wang expressly 

teaches forming lipase-coated plastic substrates, and further discloses that 

lipases will enzymatically decompose fats and lipids to provide a self-

cleaning function against fat- and oil-based stains on treated surfaces.  See, 
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e.g., Ex. 1004 ¶¶ 2, 5–6, 17–20, 29–31, 40.  As to whether such an 

enzymatically-active coated substrate would also have the claimed “anti-

fingerprint” functionality, Petitioner provides prior art, secondary-reference, 

and testimonial evidence, adequate here for institution purposes, to support a 

finding that the functionality necessarily would be present in, or be the 

natural result of, Wang’s coatings.  See, e.g., id.; Ex. 1014, 89–91; Ex. 1012 

¶¶ 33–55.  At this stage in the proceeding, from the standpoint of how the 

’717 patent broadly describes and claims forming the anti-fingerprint coating 

on a substrate, and the formation of self-cleaning, lipase-coated substrates 

suggested in Wang, the resulting coated substrates appear to be materially 

indistinguishable.  It is not required that Wang must, in fact, have 

appreciated or expressly disclosed any anti-fingerprint functionality.  In re 

Oelrich, 666 F.2d 578, 581 (CCPA 1981) (“[M]ere recitation of a newly 

discovered function or property, inherently possessed by things in the prior 

art, does not distinguish a claim drawn to those things from the prior art”).   

As discussed above, Petitioner provides evidence to support its 

contentions that a “fingerprint” as recited in the claims includes lipids 

(especially triglycerides and wax esters), that lipases will hydrolyze and 

decompose those lipids and produce lower molecular weight fatty acids, and 

that such fatty acids will more rapidly disappear from a contaminated 

surface.  Petitioner’s evidence is also sufficient, at this stage, to support a 

finding that the skilled artisan would have been motivated to make the 

coatings disclosed in Wang (e.g., to prevent and reduce stains from oils and 

fats on lipase-coated surfaces), and would have reasonably expected that 

such coatings would also provide the functionality of the anti-fingerprint 

coating as claimed.  See, e.g., Ex. 1004 ¶¶ 2, 5–6, 17–20, 29–31, 40; Ex. 

1012 ¶¶ 53–55. 
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Patent Owner argues that none of Wang, Ho, or Pegg expressly 

discloses the claimed anti-fingerprint coating.  Prelim. Resp. 18.  We agree 

because none of those references mentions fingerprints.  But, as noted, the 

issue is whether the references inherently disclose an anti-fingerprint 

coating.  On that issue, Patent Owner contends that “the inherency of a 

characteristic and its obviousness are different questions.”  Id. at 19.  

According to Patent Owner, “where the allegedly inherent characteristic is 

an unknown property, the court will look to whether the property was 

expected.”  Id. (citing Honeywell Int’l Inc. v. Mexichem Amanco Holding 

S.A. DE C.V., 865 F.3d 1348, 1354–55 (Fed. Cir. 2017)).  However, as 

explained above, we find, for purposes of this Decision, that Petitioner’s 

evidence meets the burden at institution of showing a reasonable likelihood 

that the anti-fingerprint property is both inherent in Wang and reasonably 

expected.  The “expectation” of this property need not be disclosed in or 

evidenced solely by Wang but, as here, can be supplemented with other 

evidence including secondary references (e.g., Buchanan, Mizusawa, Asano) 

and Dr. Rozzell’s testimony (e.g., explaining the known and inherent 

enzymatic decomposition of lipids by lipases, which would be expected to 

actively decompose lipids in fingerprints). 

Patent Owner argues that Petitioner has not proved inherency because 

fingerprints do not always contain lipids, and because some components of a 

fingerprint would be unaffected by a lipolytic enzyme.  Prelim. Resp. 21–24.  

We addressed Patent Owner’s argument about lipid-free fingerprints above.  

Supra Section III(C).  As we explained, the fingerprints described in the 

’717 patent are normal fingerprints that contain lipids (and possibly 

additional components); but none of the described fingerprints are lipid free.  

And we are not persuaded that the ’717 patent describes any self-cleaning of 
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lipid-free fingerprints, such as allegedly found in some circumstances, such 

as with a subject having a particular genetic disorder.  Prelim. Resp. 22.  

Moreover, the challenged claims themselves recite a lipolytic enzyme, which 

the Specification explains breaks down lipids present in fingerprints.  It is 

not clear from the record before us how a lipolytic enzyme could be used to 

obtain an “anti-fingerprint coating” that provides a self-cleaning function in 

relation to a lipid-free fingerprint.   

Inasmuch as Patent Owner argues that other potential fingerprint 

components (e.g., proteins, cosmetics, etc.) would be unaffected by a 

lipolytic enzyme, this argument is unavailing.  Wang discloses that its 

coatings may include multiple enzymes, including lipases to decompose fats, 

oils, and cosmetic stains, and that the coating may include proteases that 

decompose proteins.  Ex. 1004 ¶¶ 2, 6, 17, 30, 42; see Pet. 29 (addressing 

claim 3, which recites at least one additional enzyme, such a protease, 

amylase, or cellulase, and comparing to Wang’s disclosure).  Moreover, 

although one example in the ’717 patent uses a second enzyme in addition to 

a lipase in the coating, the other examples include a lipase as the only 

enzyme.  Compare Ex. 1001, 10:16–39 (Experimental Example 6: lipase 

plus protease), with 8:7–31 (Experimental Example 1: lipase only) and  

9:36–55 (Experimental Example 4: lipase only).  Presumably those lipase-

only examples, while not limiting, are encompassed by the scope of claim 1.  

And there is no adequate evidentiary basis here to demonstrate that such 

lipase-only examples in the ’717 patent would decompose or reduce a 

transfer of non-lipid components of a fingerprint in any manner different 

than Wang’s lipase coatings.  See also supra n.14 (regarding the ’717 patent 

disclosing immobilizing a lipolytic enzyme “alone” to the substrate and that 

no additional treatment of the substrate is required).  The inherency that 
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must be shown relates to what is claimed, not to providing functionalities 

that the patent itself does not describe or to addressing a problem for which 

the claimed invention provides no apparent solution. 

Patent Owner next argues that Buchanan and the Toyota IPR do not 

establish inherency.  Prelim. Resp. 26–33.  According to Patent Owner, 

Buchanan does not mention lipases, the ester and carboxylic acid 

compounds from fingerprints of adults and young children in Buchanan are 

different compounds, esters are more volatile than carboxylic acids, 

Buchanan offers only a possible explanation for fingerprint disappearance, 

and so Patent Owner contends Buchanan does not support Petitioner’s 

inherency theory.  Id. at 26–29.  As for the Toyota IPR, Patent Owner argues 

that the claims in that proceeding and those in the ’717 patent are different, 

and the Board’s inherency finding in the Toyota IPR related to features 

unique to the claims in that proceeding.  Id. at 30–33. 

We do not, and need not, rely on the Board’s findings from the Toyota 

IPR for purposes of this Decision.  Although there are similarities between 

the claims at issue in the Toyota IPR with those here, as Patent Owner notes, 

there are also differences.  Further, arguments made in favor of patentability 

in that proceeding were by a different patent owner, and the Board’s 

decisions in the Toyota IPR were based on different prior art, and a different 

record. 

As for whether Buchanan supports Petitioner’s inherency position, 

Patent Owner’s arguments do not avoid institution on the record here.  The 

dispute on Buchanan, at this stage, is essentially a disagreement among the 

parties’ declarants about how that reference should be interpreted and what, 

if any, understandings and expectations related to the volatility of fingerprint 

lipids would be gleaned by the skilled artisan from Buchanan.  Both 
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declarants have also cited additional references in an effort to substantiate 

their respective interpretations of Buchanan.  See, e.g., Ex. 1012 ¶¶ 35–37, 

49–52; Ex. 2001 ¶¶ 96–102.  We conclude that the disagreement among the 

alleged experts related to Buchanan creates genuine issues of material fact 

better left to resolution through trial.  37 C.F.R. § 42.108(c) (requiring that 

genuine issues of material fact created by testimonial evidence at the 

institution stage be viewed in the light most favorable to the petitioner). 

Patent Owner next argues that the Petition does not explain how the 

prior art inherently discloses the anti-fingerprint coating, and that the 

Petition improperly incorporates portions of Dr. Rozzell’s declaration by 

reference.  Prelim. Resp. 33–36.26  We disagree.  The explanation in support 

of inherency is discussed above, with specific citations to Petitioner’s 

arguments and evidence from the record.  Pet. 18–22; Ex. 1012 ¶¶ 33–55.  In 

this regard, the Petition provides over four pages of analysis specifically on 

inherency of the anti-fingerprint coating including overviews of its 

declarant’s opinions, and cites to roughly 20 paragraphs (about 12 pages) 

from Dr. Rozzell’s declaration as providing an even more detailed 

discussion related to Buchanan and other evidence that Petitioner contends 

supports a finding of inherency.  The Petition then cross-references its 

evidence and analysis related to inherency in the later sections of the Petition 

addressing the specific claim elements.  See, e.g., Pet. 26–28.  We are not 

persuaded that Petitioner’s citations and cross-referencing renders 

Petitioner’s inherency position unclear, nor that it was done in a “clear 

                                                 
26 Patent Owner’s contention (Prelim. Resp. 34–35) that Petitioner is 
foreclosed from citing portions of the ’717 patent to support its inherency 
arguments is addressed above.  See supra n.25.   
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attempt” to circumvent the applicable word limits as argued by Patent 

Owner.  Prelim. Resp. 36.  Under these circumstances, we decline to deny 

the Petition for alleged lack of explanation or improper incorporation by 

reference. 

Lastly, Patent Owner argues that Petitioner has not proved that the 

anti-fingerprint coating would have been expected.  Prelim. Resp. 36–42.  

According to Patent Owner, “[w]hen a property alleged to be inherently 

obvious is unknown, evidence must also be introduced to show that the 

unknown property was expected.”  Id. at 36.  But, as discussed above, 

Petitioner has provided evidence sufficient for institution purposes to 

establish that the anti-fingerprint functionality would be inherent in Wang’s 

coatings and, considering Wang in light of the other cited evidence, expected 

in Wang’s coatings.  See, e.g., Ex. 1012 ¶¶ 47–48, 54–55.  Wang itself need 

not have mentioned or appreciated an anti-fingerprint functionality for 

Petitioner to prevail, and Patent Owner cites to no authority to the contrary. 

Further to the alleged lack of “expected” anti-fingerprint functionality, 

Patent Owner argues that the Petition should fail for not addressing the 

“surprising results discussed during prosecution.”  Prelim. Resp. 42.  

According to Patent Owner, during prosecution of the ’717 patent, the patent 

applicant, citing examples in the Specification, argued about allegedly 

superior and surprising results and overcame the Examiners’ rejections for 

anticipation and obviousness.  Id. at 42–43.   

We agree that an argument was made during prosecution, in which 

allegedly “superior” and “surprisingly useful” results were raised.  Ex. 2003, 

6 (emphasis omitted).  We also agree that, after those arguments were made, 

the Examiner withdrew the pending rejections.  Ex. 2004, 6–7.  We do not, 

however, agree that the Petition should be denied for not having addressed 
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this aspect of the prosecution.  First, the Examiner indicated that the 

rejections were being “withdrawn in view of Applicants’ amendment” to the 

claims, and the Examiner did not comment on the alleged surprising results.  

Id. at 6–7, 15 (“Applicant submitted an amended claim (i.e., Claim 1) that 

has been rewritten to encompass allowable subject matter in order to obviate 

the rejection.”).  Second, the prior art cited against the then-pending claims 

was different than the art cited in this Petition, and the Examiner appears to 

have not addressed the issue of inherency of the “anti-fingerprint coating” in 

any event.  See Ex. 2002, passim; Ex. 2004, passim.  And third, the 

characterization of the results as surprising was apparently made by the 

patent applicants’ counsel alone, and attorney argument is generally 

insufficient evidence of nonobviousness.  In re De Blauwe, 736 F.2d 699, 

705 (Fed. Cir. 1984) (“[I]t is well settled that unexpected results must be 

established by factual evidence.  Mere argument or conclusory statements in 

the specification does not suffice.”).27   

For the reasons set forth above, we determine that Petitioner has made 

a sufficient showing that Wang teaches or suggests all of the limitations of 

claim 1, either expressly or inherently, and that the skilled artisan would 

                                                 
27 To the extent some of the examples were alleged to have provided 
“superior” results, claim 1 is not limited to those examples.  Moreover, the 
comparison in the examples is between coatings with and without the 
enzyme (e.g., lipase and lipase-free coatings), which clearly does not 
represent a comparison against the prior art raised in this Petition.  Bristol-
Myers Squibb Co. v. Teva Pharm. USA, Inc., 752 F.3d 967, 977 (Fed. Cir. 
2014) (“To be particularly probative, evidence of unexpected results must 
establish that there is a difference between the results obtained and those of 
the closest prior art, and that the difference would not have been expected by 
one of ordinary skill in the art at the time of the invention.”). 
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have combined the disclosures in Wang with a reasonable expectation of 

success. 

2. Dependent claims 2, 3, and 5 

Petitioner argues that Wang teaches or suggests the limitations that 

dependent claims 2, 3, and 5 add, respectively, to claim 1.  Pet. 29, 31; 

Ex. 1201 ¶¶ 114–120, 121.  Claim 2 adds that the lipolytic enzyme is a 

lipase; claim 3 depends from claim 2 and requires at least one additional 

enzyme (e.g., protease); and claim 5 adds that the enzyme of claim 1 is 

introduced by adsorption, covalent bonding, or encapsulation.  Ex. 1001, 

10:63–67, 11:6–8.  Patent Owner’s arguments are addressed above, and 

Patent Owner did not provide additional argument related to the dependent 

claims.  We have reviewed Petitioner’s argument and evidence in support of 

the challenge to claims 2, 3, and 5, and, on this record, we are persuaded 

Petitioner has shown a reasonable likelihood that the challenged dependent 

claims are unpatentable over Wang.  For the reasons recited in the Petition, 

with which we agree based on this record, we determine that Petitioner has 

made a sufficient showing that Wang teaches or suggests all the limitations 

of claims 2, 3, and 5, and that the skilled artisan would have combined the 

disclosures in Wang with a reasonable expectation of success.  

  

F. Other Wang Combinations 

Petitioner contends that dependent claim 4 is obvious over Wang and 

Schwenke, that claim 6 is obvious over Wang, Eigler, and Schneider, and 

that claims 7 and 8 are obvious over Wang and Schneider.  Pet. 29–30,  

32–40; Ex. 1012 ¶¶ 122–163.  Claim 4 depends from claim 1, and recites the 

type of plastic used (e.g., polyester, polycarbonate, or PMMA).  Ex. 1001, 

11:1–5.  Claims 6–8 depend from claims 1 and 5, and relate to more specific 
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methods of covalently bonding or encapsulating the enzyme for introduction 

to the substrate’s surface.  Id. at 11:9–23.  For claim 4, Petitioner contends it 

would have been obvious to use certain plastics, such as polycarbonates 

disclosed in Schwenke, with Wang’s coatings because Schwenke discloses 

that such plastics are suitable substrates for forming windows and other 

surfaces in automobiles.  See, e.g., Ex. 1007 ¶¶ 4, 7; Ex. 1012 ¶¶127–129.  

For claims 6–8, Petitioner contends, in general, that it would have been 

obvious to use the methods from Schneider and/or Eigler in combination 

with Wang, because Schneider and Eigler’s methods reflect known and 

analogous techniques for immobilizing enzymes to a substrate.  Pet. 36–40; 

Ex. 1012 ¶¶ 139–142, 145–148, 154–157, 159–162. 

We have reviewed Petitioner’s argument and evidence in support of 

the challenge to claims 4 and 6–8, and, on this record, we are persuaded 

Petitioner has shown a reasonable likelihood that the challenged dependent 

claims are unpatentable over Wang in combination with Schwenke, Eigler, 

and/or Schneider.  Patent Owner did not provide additional argument related 

to any of the dependent claims.  For the reasons recited in the Petition, 

which we adopt for purposes of this Decision, we determine that Petitioner 

has made a sufficient showing that the Wang combinations teach or suggest 

all the limitations of claims 4 and 6–8, and that the skilled artisan would 

have combined the relevant disclosures in the relied-upon prior art with a 

reasonable expectation of success. 

 

G. Obviousness over Ho and Pegg 

Petitioner challenges claims 1–8 of the ’717 patent on alternative 

grounds, based on the combination of Ho and Pegg (which are further 

combined with Doppelfeld or Kallury for dependent claims 6–8).  Pet. 23, 
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40–62.  According to Petitioner, whereas the challenge based on “Wang is 

from the perspective of article utilization,” the Ho and Pegg combination “is 

from the perspective of mode of functional operation.”  Pet. 24.  

Nevertheless, for purposes of this Decision, we find that Petitioner’s Wang 

challenge and the Ho and Pegg challenge are similar at least insofar as 

Petitioner argues that all the features of independent 1, except the “anti-

fingerprint coating” are expressly disclosed in the primary references.  For 

the Ho and Pegg combination, as with Wang, Petitioner relies on inherency 

for satisfying the “anti-fingerprint coating” limitation.  See Pet. 41–42. 

For claim 1, Petitioner cites evidence in Ho teaching immobilization 

of enzymatically active compositions (including lipase-based compositions) 

to carrier materials, which Ho discloses may be tubes, sheets, beads, or 

porous glass.  Pet. 41; Ex. 1005, 4:16–21; see also id. at 7:22–23; see supra 

Section III(B)(2).  Petitioner also cites teachings in Ho that lipases provide 

lipolysis of lipids.  Pet. 41; Ex. 1005, 7:42–46.  According to Petitioner, 

“[l]ipolysis includes the breakdown of fats, oils and other lipids by 

hydrolysis, and hydrolysis is known to be a defining characteristic of anti-

fingerprint functionality of an immobilized coating.”  Pet. 41; see also id. at 

42 (citing Pet. Section V.B (pages 18–22) for inherency) and Ex. 1012 

¶¶ 39–55, 164–167, 184, and 193).  Petitioner relies on Pegg in combination 

because, while Ho discloses that synthetic materials may be used as carriers, 

Ho does not explicitly describe the carriers as made of “plastic.”  Pet. 43.  

Yet, Petitioner contends, it would have been obvious to use Pegg’s preferred 

plastics (e.g., propylene, carbonate, etc.) for a carrier material of Ho in light 

of the advantages of plastics described in Pegg (e.g., describing plastics as 

particularly useful because they can be formed into a variety of shapes, such 

as tubes, sheets, or membranes).  Id. at 43–44; Ex. 1009, 1:9–30, 3:30–34. 
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We have reviewed Petitioner’s argument and evidence in support of 

the challenge to claims 1–8 based on the Ho and Pegg combinations 

(Grounds 5–7), and, on this record, Petitioner has established a reasonable 

likelihood that it would prevail in showing unpatentability of one or more of 

those claims.  Our reasoning here parallels the reasoning explained above for 

Wang.  In short, because Ho and Pegg also teach forming enzymatically-

active, lipase-based compositions that are immobilized to glass or plastic 

substrates, we find, for purposes of this Decision, that such coated substrates 

would inherently decompose fingerprint lipids as explained above.  See 

supra Section III(E).  Patent Owner’s arguments regarding the Ho and Pegg 

combinations are effectively the same as those regarding Wang, and those 

arguments (addressed above) are unavailing at this stage. 

 

  CONCLUSION 

For the foregoing reasons, we determine Petitioner has established a 

reasonable likelihood of prevailing on its assertions that one or more of 

claims 1–8 of the ’717 patent are unpatentable.   

 

  ORDER 

In consideration of the foregoing, it is hereby:  

ORDERED that, pursuant to 35 U.S.C. § 314(a), an inter partes 

review of claims 1–8 of the ’717 patent is instituted with respect to all 

grounds set forth in the Petition; and 

FURTHER ORDERED that, pursuant to 35 U.S.C. § 314(a) and 

37 C.F.R. § 42.4(b), inter partes review of the ’717 patent shall commence 

on the entry date of this Order, and notice is hereby given of the institution 

of a trial. 
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